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This brief contains items under the following headings, and in the order set forth below: 

I. REAL PARTY IN INTEREST 

II. RELATED APPEALS AND INTERFERENCES 

III. STATUS OF CLAIMS 

IV. STATUS OF AMENDMENTS 

V. SUMMARY OF CLAIMED INVENTION 

VI. GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL 

VII. ARGUMENT 

VIII. CLAIMS APPENDIX 

I. REAL PARTY IN INTEREST 

The real party in interest in this appeal is the following party: EndoVascular 
Technologies, Inc., 3200 Lakeside Drive, Santa Clara, CA 95054, which is a wholly-owned 
subsidiary of Guidant Corporation, 1 1 1 Monument Circle, 29 th Floor, Indianapolis, IN 46204- 
5129. 

II. RELATED APPEALS AND INTERFERENCES 

With respect to other appeals or interferences that will directly effect, or be directly 
effected by, or have a bearing on the Board's decision on this appeal, it is to be noted that is 
believed there are no such appeals or interferences known to the applicant. 

III. STATUS OF CLAIMS 

The status of the claims in this application are: 
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I 



A. Total Number of Claims in the Application 

The claims in the application are: Claims 1-24 and 36-39 

B. Status of All of the Claims 

Each of pending claims 1-3, 5, 7-10, 12-15, 17, 20, 22, 23, 36, 38 and 39 stand as finally 
rejected under either 35 U.S.C. § 102(e) or 35 U.S.C. § 103(a). Claim 6 was objected to and 
claims 4, 1 1, 16, 18, 19, 21 and 24 have been withdrawn from consideration. 

C. Claims on Appeals 

The claims on appeal are each of pending claims 1-24 and 36-39. 

IV. STATUS OF AMENDMENTS 

On June 23, 2005, claims 1-3, 5, 7-9, 12-15, 17, 20, 22, 36, 38 and 39 were rejected under 
35 U.S.C. § 102(e) as being anticipated by Drasler et al. (6,245,101 ; Exhibit A). Additionally, 
claims 10 and 23 were rejected under 35 U.S.C. § 103(a) as being unpatentable over Drasler et 
al. in view of Taheri (5,617,878; Exhibit B) and claim 37 was rejected under § 103(a) in view of 
Drasler et al. 

In response thereto, the Applicants filed a paper dated August 23, 2005 arguing for the 
allowance of the pending claims. Subsequently, the Examiner issued an Advisory Action on 
September 14, 2005. The September 2005 Advisory Action indicated that the Examiner did not 
believe that Applicants' arguments were persuasive. 

V. SUMMARY OF CLAIMED INVENTION 

As set forth in the specification of the present application, the apparatus recited in 
independent claims 1,12 and 17 relates to an endoluminal prosthesis and more particularly, to an 
expandable and compressible prosthesis for repairing corporeal lumens. Further, the prosthesis 
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forms a cylinder including a series of curved beams and merge sections which define cells (Page 
7, lines 7-24; FIG. 8). 

The beams of the claimed apparatus have a cross-section which is greater in a radial 
direction (thickness) than in the circumferential direction (width). The beams also can be 
continuously curved to reduce or minimize stress concentrations in the structure (Page 3, lines 
11-15). 

Moreover, the prosthesis of the present invention can be formed from a single integrated 
structure without welds or fasteners (Page 4, line 3). To create the device, cells are removed 
from a cylinder and thus, the present invention is characterized by connecting points which are 
less bulky and having reduced stress concentrations (Page 2, lines 17-19; Page 4, lines 4-6). 

VI. GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL 

Whether claims 1-3, 5, 7-9, 12-15, 17, 20, 22, 36, 38 and 39 were improperly rejected 
under 35 U.S.C. § 102(e) as being anticipated by Drasler et al.; whether claims 10 and 23 were 
improperly rejected under 35 U.S.C. § 103(a) as being unpatentable over Drasler et al. in view of 
Taheri et al.; and whether claim 37 was improperly rejected under § 103(a) in view of Drasler et 
al. 

VII. ARGUMENT 
A. Overview 

In order for there to be anticipation under 35 U.S.C. § 102(e), each and every limitation 
must be taught by the prior art reference being cited by the Examiner. 

Moreover, a tenet which is highly significant to the prosecution of the present application 
is set forth in MPEP Section 2143.03. That is, to "establish prima facie obviousness of a claimed 
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invention, all claim limitations must be taught or suggested by the prior art." In re Rozka , 490 
F.2d 981, 180 USPQ 580 (CCPA 1974). 

Additionally, it is submitted that as is supported by MPEP Section 2144, by 
mischaracterizing the cited art, the Examiner has not presented a convincing line of reasoning 
supporting the rejection of the claims. Ex parte Clapp , 227 USPQ 972 (Bd. Pat. App. & Inter. 
* 1985). Since the art appears to lack the teaching of the limitations recited in the claims, should 
the rejections be based upon facts within the personal knowledge of the Examiner, the data 
supporting that knowledge should be stated as specifically as possible and the facts relied upon 
must be supported. (See MPEP Section 2144.03 and 37 CFR 1.104(d)(2)). 

Significantly, the Court of Appeals for the Federal Circuit in In re Lee , 61 USPQ 21 1430 
(Fed. Cir. 2002) reinforced the obligation of a fact finder to develop evidentiary bases for 
conclusions concerning the application of art to claims. As to certain limitations recited in each 
of the pending claims, it is respectfully submitted that no evidentiary basis has been provided for 
the manner in which the teachings of the cited art is modified and in fact, the cited art teaches 
away from the modification suggested by the Examiner. 

B. Group I: Claims 1-3, 5, 7-10, 36 and 37 
1. § 102(e): Drasler et al. 

Independent claim 1 and dependent claims 2, 3, 5, 7-10 and 36 are believed to be 
allowable over the Drasler et al. patent. It is respectfully submitted that the Drasler et al. patent 
does not qualify as § 102(e) art since it does not teach each and every limitation recited in claims 
1,2,3,5, 7-10 and 36. 

Significantly, Drasler et al. does not teach a medical apparatus including at least a pair of 
adjacent generally longitudinal members each having a circumferential width, wherein the radial 
thickness is greater than the circumferential width as recited in claim 1 and each of its dependent 
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claims. On the contrary, the Drasler et al. reference merely teaches a hinge with a radial 
thickness greater than its circumferential width. 

Additionally, it is significant that claim 36 recites a medical apparatus including at least a 
pair of adjacent generally longitudinal members each having a circumferential width, wherein 
the radial thickness is greater than a circumferential width and wherein at least one of the at least 
a pair of longitudinal members extend a length of one cell of the open cells. Clearly, the cited 
Drasler et al. reference does not teach longitudinal members having a radial thickness greater 
than a circumferential width, the longitudinal members extending a length of one cell of the 
medical apparatus. On the contrary, as stated, the Drasler et al. reference discloses a hinge which 
has a radial thickness greater than a circumferential width but such hinge does not extend the 
length of a cell of the Drasler et al. stent. 

Therefore, the Drasler et al. patent does not teach each and every limitation recited in 
claims 1, 2, 3, 5, 7-10 and 36 and as such, it is respectfully submitted that these claims are 
allowable over the cited art. 

2. § 103(a): Drasler etal. 

Claim 37 has been rejected under § 103(a) as being unpatentable over Drasler et al. 

It is to be recognized, however, that MPEP 2145 while referencing MPEP 2143.01, states 
that there must be some suggestion or motivation either in the references themselves or in the 
knowledge generally available to one of ordinary skill in the art, to modify or combine 
referenced teachings. It is additionally noted that MPEP 2143.01 states that "The mere fact that 
references can be combined or modified does not render the resultant combination obvious 
unless the prior art also suggests the desirability of the combination." Additionally, "A statement 
that modifications of the prior art to meet the claimed invention would have been Veil within the 
ordinary skill in the art at the time the claimed invention was made' because the references relied 
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upon teach that all aspects of the claimed invention were individually known in the art is not 
sufficient to establish a prima facia case of obviousness without some objective reason to 
combine the teachings of the references." Further, the MPEP states that "The level of skill in the 
art cannot be relied upon to provide the suggestion or to combine references." 

It is also believed to be highly significant to the rejection of claim 37 that MPEP 2143.01 
additionally states that "If the proposed modification or combination of the prior art would 
change the principle operation of the prior art invention being modified, then the teachings of the 
references are not sufficient to render the claims prima facia obvious." 

The Drasler et al. reference teaches a balloon-expandable stent including a hinge 
providing the strength to support a blood vessel and resist vessel contraction as well as to provide 
the stent with non-crush characteristics in combination with struts configured to provide the stent 
with a compression yield force that could be properly overcome by balloon expansion (See Col. 
7, line 50 et seq.). The Drasler et al. reference also teaches a self-expandable stent including a 
hinge having a greater radial dimension than the struts to resist the formation of an oval cross 
section associated with crush deformation (See Col. 8, line 66 et seq.). 

Accordingly, it is respectfully submitted that rejecting claim 37 for obviousness in view 
of the Drasler et al. reference is misplaced as one of ordinary skill in the art would not have 
modified the teachings of the Drasler et al. reference as suggested by the Examiner. That is, one 
of ordinary skill in the art would not modify the apparatus disclosed in the Drasler et al. patent to 
provide a hinge structure having a profile the same as that of a strut. So modifying Drasler et al. 
would be completely contrary to its teachings since a balloon-expandable stent would 
consequently lack struts having a compression yield force designed to be overcome by balloon 
expansion. Moreover, a Drasler et al. self-expandable stent so modified would lack a hinge 
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having a greater radial dimension than that of the struts to resist formation of an oval cross- 
section. 

Thus, in accordance with MPEP 2143, it is respectfully submitted that a prima facia case 
of obviousness has not been established with respect to claim 37 because modifying the Drasler 
et al. patent as suggested by the Examiner would change the principle operation of the structure 
disclosed in Drasler et al. Therefore, it is respectfully submitted that the rejection of claim 37 
was made in error. 

C. Group II: Claims 12-15 and 38 
1. § 102(e): Drasler etal. 

Independent claim 12 and its dependent claims 13-18 and 38 recite a single-piece 
prosthesis including a plurality of circumferential spaced beams, adjacent beams including 
forward merge sections and aft merge sections as well as at least a pair of adjacent 
circumferential spaced beams each having a circumferential width less than the radial thickness. 
The Drasler et al. reference fails to anticipate claim 12 and its dependent claims since it merely 
teaches hinges having a circumferential width less than a radial thickness and not the recited 
adjacent beams having both forward and aft merge sections as well as a circumferential width 
less than a radial thickness. 

Moreover, claim 38 recites an endoprosthesis including beams having a circumferential 
width less than a radial thickness, wherein at least one of the beams has a generally uniform 
cross-section along its length. In view of the Examiner's position that "hinges 23 are portions of 
the struts forming the Drasler stent" and since the Drasler et al. reference clearly teaches hinges 
having a different cross-sectional profile than the struts forming the disclosed Drasler et al. stent, 
Drasler et al. clearly does not teach an endoprosthesis wherein one of the plurality of 
circumferential beams have a generally uniform cross-section along its length. 
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Therefore, it is respectfully submitted that Drasler et al. does not anticipate claims 12-18 
and 38 under § 102(e). Accordingly, it is respectfully submitted that claims 12-18 and 38 define 
subject matter which is allowable over the cited Drasler et al. patent. 

D. Group III: Claims 17, 20, 22, 23 and 39 
1. § 102(e): Drasler et al. 

Claim 17 and its dependent claims 20, 27 and 39 recite a single piece endoprosthesis 
including a plurality of longitudinal beams, at least a pair of adjacent longitudinal beams each 
having a radial thickness greater than a circumferential width, the endoprosthesis having an 
expanded configuration wherein each beam is mostly curved throughout its length. In addition 
to lacking beams having a radial thickness which is greater than a circumferential width, the 
Drasler et al. reference also is lacking the teaching of an endoprosthesis having expanded 
configuration wherein each beam is mostly curved throughout its length. Clearly, since they 
include straight sections along their length, the struts disclosed in the Drasler et al. reference do 
not meet these claim limitations. 

Furthermore, claim 39 recites an endoprosthesis including beams having a 
circumferential width less than a radial thickness, wherein at least one of the beams has a 
generally uniform cross-section along its length. In view of the Examiner's position that "hinges 
23 are portions of the struts forming the Drasler stent" and since the Drasler et al. reference 
clearly teaches hinges having a different cross-sectional profile than the struts forming the 
disclosed Drasler et al. stent, Drasler et al. clearly does not teach an endoprosthesis wherein one 
of the plurality of circumferential beams have a generally uniform cross-section along its length. 

Accordingly, it is respectfully submitted that the Drasler et al. reference does not teach 
each and every limitation recited in claim 17, 20, 27 and 39 as is required and § 102(e). As such, 
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it is respectfully submitted that claims 17, 20, 27 and 39 are allowable over the cited Drasler et 
al. reference. 



CONCLUSION 

For all the reasons stated above, Applicants respectfully submit that the Examiner has 
erred in rejecting claims 1-3, 5, 7-10, 12-15, 17, 20, 22, 23, 36, 38 and 39. It is respectfully 
requested that the Board reverse the rejection of these claims and thus, pass pending claims 1-24 
and 36-39 to issue. 



Respectfully submitted, 
FUL WIDER PATTON LLP 



By: <^-7^tX/^sy 
John^. Hanley ^ 
Registration No. 38,171 

JVH/kst 

6060 Center Drive, Tenth Floor 
Los Angeles, CA 90045 
Telephone: (310) 824-5555 
Facsimile: (310) 824-9696 
Customer No. 24201 
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VIII. CLAIMS 

Claim 1 (previously presented): A medical apparatus, comprising: 

a hollow cylinder defining an inner diameter, an outer diameter, and a radial thickness; 

open cells removed from the hollow cylinder defining generally longitudinal members in 
remaining material of the cylinder and defining connection points between adjacent longitudinal 
members, the connection points not being created by spot welding or film gluing and lacking 
bulk and stress concentrations associated with conventional joint techniques; and 

at least a pair of adjacent generally longitudinal members each having a circumferential 
width, wherein the radial thickness is greater than the circumferential width. 

Claim 2 (previously presented): The medical apparatus of claim 1, wherein each 
generally longitudinal member joins with adjacent generally longitudinal members to form 
merge sections. 

Claim 3 (previously presented): The medical apparatus of claim 2, wherein the generally 
longitudinal members and merge sections form a continuous cylindrical structure. 

Claim 4 (withdrawn): The medical apparatus of claim 2, wherein each generally 
longitudinal member only joins with opposing adjacent members at opposing ends of the 
generally longitudinal member. 

Claim 5 (previously presented): The medical apparatus of claim 2, wherein each 
generally longitudinal member alternately joins with alternating adjacent generally longitudinal 
members throughout the length of the generally longitudinal member. 

Claim 6 (original): The medical apparatus of claim 1, wherein the generally longitudinal 
members each comprise: 

two curved sections of opposing curvature joined end-to-end. 
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Claim 7 (previously presented): The medical apparatus of claim 1, wherein the generally 
longitudinal members each comprise: 

at least three curved sections each joined end-to-end with curved sections having 
opposing curvature. 

Claim 8 (previously presented): The medical apparatus of claim 1, further comprising: 
a compressed condition defining a reduced inner diameter and outer diameter, wherein 

the endoprosthesis is capable of compression to the compressed condition. 

Claim 9 (previously presented): The medical apparatus of claim 1, further comprising: 
an expanded condition defining an increased inner diameter and outer diameter, wherein 

the endoprosthesis is capable of expansion to the expanded condition. 

Claim 10 (previously presented): The medical apparatus of claim 9, wherein the 

expanded condition further defines a conical shape of the endoprosthesis. 

Claim 1 1 (withdrawn): The medical apparatus of claim 1, wherein the circumferential 

width of at least one generally longitudinally extending member varies along a length thereof. 
Claim 12 (previously presented): A single-piece cylindrical endoprosthesis comprising: 
a plurality of circumferential spaced beams each defining a longitudinal length, a forward 

end, a rear end, and a radial thickness, at least a pair of adjacent circumferential spaced beams 

each having a circumferential width less than the radial thickness; 

a plurality of forward merge sections formed by the front ends of two adjacent beams; 

and 

a plurality of aft merge sections formed by the rear ends of two adjacent beams; 
whereby the combination of beams, forward merge sections and aft merge sections form 
a continuous cylindrical structure and define connection points not being created by spot welding 
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or film gluing and lacking bulk and stress concentrations associated with conventional joining 
techniques. 

Claim 13 (previously presented): The endoprosthesis of claim 12, further comprising: 
a plurality of middle merge sections formed from the intermittent joining of adjacent 

beams. 

Claim 14 (previously presented): The endoprosthesis of claim 12, wherein the beams 
further define at least one pair of curved sections of opposing curvature joined end-to-end. 

Claim 15 (previously presented): The endoprosthesis of claim 14, wherein the point at 
which the curved sections meet defines an inflection point. 

Claim 16 (withdrawn): The endoprosthesis of claim 12, wherein the circumferential 
width of at least one beam is varied along its length. 

Claim 17 (previously presented): A single piece endoprosthesis comprising: 

a plurality of longitudinal beams connected in a cylindrical structure to define connection 
points not being created by spot welding or film gluing and lacking bulk and stress 
concentrations associated with conventional joining techniques, at least a pair of adjacent 
longitudinal beams each having a circumferential width and a radial thickness, wherein the radial 
thickness is greater than the circumferential width; 

an expanded configuration wherein each beam is mostly curved throughout its length. 

Claim 18 (withdrawn): The endoprosthesis of claim 17, wherein the beams are prevented 
from overlapping in the compressed configuration by having a thickness greater than their width. 

Claim 19 (withdrawn): The endoprosthesis of claim 18, wherein each beam defines a 
width and a thickness which at least one-third times the width. 
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Claim 20 (previously presented): The endoprosthesis of claim 17, wherein the beams are 
continuously curved when in the expanded condition. 

Claim 21 (withdrawn): The endoprosthesis of claim 17, wherein the beams are uniformly 
bent throughout their length when in the expanded condition. 

Claim 22 (previously presented): The endoprosthesis of claim 17, wherein the beams are 
free from stress concentrations in the expanded configuration. 

Claim 23 (previously presented): The endoprosthesis of claim 17, wherein the expanded 
configuration defines a conical shape. 

Claim 24 (withdrawn): The endoprosthesis of claim 17, wherein at least one beam has a 
thickness that varies along its length. 

Claims 25-35 (canceled) 

Claim 36 (previously presented): The medical apparatus of claim 1, wherein at least one 
of the at least a pair of longitudinal members extend a length of one cell of the open cells. 

Claim 37 (previously presented): The medical apparatus of claim 1, wherein the medical 
apparatus lacks a hinge structure having a profile which differs from that of the pair of 
longitudinal struts. 

Claim 38 (previously presented): The endoprosthesis of claim 12, wherein at least one of 
the plurality of circumferential spaced beams has a generally uniform cross-section along its 
length. 

Claim 39 (previously presented): The endoprosthesis of claim 17, wherein at least one of 
the plurality of longitudinal beams has a generally uniform cross-section along its length. 
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